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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-12 are rejected under 35 U.S.C. 102(e) as being anticipated by Hoshino et al 
(US 6,180,219). 

Hoshino et al disclose an article comprising a microporous layer (2) made of a xerogel 
such as zirconia xerogel (column 5, lines 13-20), which is next to either a bonding layer (3), 
which is permeable (column 6, lines 53-58) to liquid. The two layers would thus form a 
permeable article indistinguishable from the presently claimed product, which is examined for its 
product characteristics, regardless of how it is made. See MPEP 2113. Alternatively, the layer 
(2) may be laminated directly to another microporous layer (4), aided by an aqueous solution of 
polyvinyl alcohol (column 6, line 62 through column 7, line 5). This solution would to some 
extent permeate into the zirconia xerogel, the water acting as a plasticizer. The thickness of each 
layer (2 and 3) may be as little as 3 microns (column 7, lines 15-21), the total of 6 microns 
falling within the ranges recited in claims 5, 6, 1 1 and 12. Recitations of intended use 
("separator") do not distinguish. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
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harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application 
claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., 
In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). ^ 4 



Claims 1, 5-7, 1 1-13, 17-19, 23 and 24 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-26 of U.S. Patent No. 
6,497,780. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because practicing the method recited in the parented claims would result in the 
article of the present claims. Note that patented claim 6 recites zirconium oxide as the material 
of the xerogel which forms a microporous layer in patented claim 1. Patented claims 12 and 18 
recite the use of the article as a separator in an electrochemical cell. Patented claims 13 and 14 
respectively recite a secondary cell and a primary cell. The claims do not recite the thickness of 
the separator, but determining an optimal thickness would be within the skill of the artisan, who 
would recognize that the thickness would have an effect on mechanical strength, internal cell 
impedance, and the amount of electrolyte held thereby. 



Application/Control Number: 10/767,631 Page 4 

Art Unit: 1745 

Claims 14-16 and 20-22 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. The prior art cited above does not disclose, nor does 
applicant's previous patent claim, a cell comprising a separator that includes a layer having both 
microporous zirconia xerogel and a polymeric binder. 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Delnick et al (6,148,503) disclose a separator made of particulate silica xerogel. 
Carlson (US 6,488,721) discloses a method of making separators similar to that disclosed at 
present, but does not claim zirconia xerogels. This patent, to the present inventor, is too recently 
published to be available under §102. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen J. Kalafut whose telephone number is 571-272-1286. 
The examiner can normally be reached on Mon-Fri 8:00 am-4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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